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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: 

Inventor: Michael LAMLA et al. Attorney No.: LAML3003/JEK/JJC 

Application No.: 09/486,723 Customer No.: 23364 

Filed: May 1 8, 2000 Confirmation No: 243 1 

Examiner: Odaiche T. AKP ATI Art Unit: 2135 

For: METHOD FOR TESTING THE AUTHENTICITY OF A DATA 
CARRIER 

ARGUMENTS IN FAVOR OF PRE-APPEAL BRIEF CONFERENCE 

MAIL STOP AF 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

INTRODUCTORY COMMENTS 

This paper accompanies the PRE-APPEAL BRIEF REQUEST FOR 
REVIEW, and includes argvmients in support for the pre-appeal brief conference and 
allowance of the pending claims. These arguments are in response to the Office 
action dated April 27, 2005. A Notice of Appeal is submitted herewith with the 
appropriate fee. 
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ARGUMENTS 

The sole rejection that will be addressed in an appeal brief is the rejection of 
pending independent claims 1, 8, 12 and 14 under 35 U.S.C. § 102(b) as being 
anticipated by U.S. patent 5,878,142 (Caputo et al.). Claims 1 and 8 relate to a 
method for testing the authenticity of a data carrier, claim 12 relates to a data 
carrier, and claim 14 relates to a system for testing the authenticity of a data carrier. 
The independent claims share the same inventive features that are distinguishable 
over the teachings of the Caputo patent. 

The arguments in support for the pre-appeal brief conference and allowance 
of the pending claims are simple and can summarized as follows: 

1. The Caputo patent fails to disclose or suggest the 
feature of authenticating a data carrier with an external device 
wherein first and second transmission channels or devices 
arranged to generate first and second signals are provided for 
both the data carrier and external device which exchange 
signals between corresponding first and second transmission 
charmels. 

2. The Caputo patent fails to disclose or suggest the 
first and second transmission channels or devices of the data 
carrier and the extemal device as being logically separated 
from one another. 

3. The Caputo patent fails to disclose or suggest the 
feature of the second transmission channel or device as being 
activable during the total time period between activation and 
deactivation of the data carrier. 
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4. The Caputo patent fails to disclose or suggest the 
feature of transmitting a signal for authenticity at least partly 
over the second transmission channel or device. 

Concerning the first argument, it is clear that the Caputo patent does not 
disclose the feature of authenticating a data carrier v^th an extemal device wherein 
first and second transmission channels or devices arranged to generate first and 
second signals are provided for both the data carrier and extemal device which 
exchange signals between corresponding first and second transmission channels. 
This is evident in view of the encrypting/authenticating device embodiments of both 
Figs. 1 A and IB of the Caputo patent which are plainly described as communicating 
with two different extemal devices. 

Specifically, the device of Fig. lA is disclosed as commimicating with both 
a personal computer or terminal, and a telephone system (col. 4, lines 55-59). 
Alternatively, Fig. IB is discussed as similarly communicating with both a personal 
computer or terminal, and a telephone system (col. 4, line 66 through col. 5, line 6). 
There are no other embodiments in the Caputo patent which provide alternate 
embodiments other than the embodiment of Fig. IC which is merely the 
combination of a smartcard and a device which operate coopemtively as the device 
referred to in both Figs. lA and IB (col. 5, lines 7-10). 

In the action, it is asserted that because pending claims 1 and 8 are drafted in 
open form using the term "comprising," these claims include all of the limitations 
and more. It is not imderstood, however, how the specific language in both claims 1 
and 8 which recite an extemal device in the singular form and v^thout any reference 
to such extemal device as being in plurality can be equated as the two distinct 
different devices of the computer and telephone system of the Caputo patent. 

It is submitted that the Caputo patent simply does not disclose or suggest a 
data carrier that communicates wdth "an" extemal device, such that first and second 
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transmission channels or devices of both the data carrier and external device 
communicate with one another, as required by pending claims 1, 8, 12 and 14. 

The remaining arguments flow from the deficiencies of the Caputo patent, as 
identified in the first argument. Concerning specifically the second argument, since 
the Caputo patent does not disclose a data carrier and an extemal device that have 
first and second transmission channels or devices which communicate with one 
another, it caimot teach these channels or devices as being logically separated from 
one another. 

Additionally, the third argument is supported by the observation that since 
the Caputo patent does not disclose a data carrier and an extemal device having 
such first and second transmission channels or devices, it cannot disclose or suggest 
the feature of the second transmission channel or device as being activable during 
the total time period between activation and deactivation of the data carrier. 
Similarly, the Caputo patent cannot teach the feature of transmitting a signal for 
authenticity at least partly over the second transmission chaimel or device. 

For these arguments, it is submitted that pending claims 1, 8, 12 and 14 are 
patentable over the Caputo patent, and allowance of all of the pending claims is 
respectfully requested on a review of the aforementioned arguments. 

BACON & THOMAS, PLLC 
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Respectfully submitted. 
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JUSTIN J. CASSELL 
Attorney for Applicants 
Registration No. 46,205 



